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Part IV. Summary 

Part V. Further Correspondence 



Part. 1 Bar, If qrn^jn^ 

L^r.i;???*"^ national stage application filed under 35 u s c 
currently contains claims 77-153 with thre^ SnH™«Z ^ : ' 

documents, and 43 other references for a total of 
Additionally, a list of related cases has beei suooILf 
containing 31 D.s. applications and 52 PCT !™i f^!?^i . 
copies have not been supplied in the r.flL^^^ f "?*- ^^P*"^ 
Of the citations or the^?den?ilied relatJd'caJI^'""""' 

llfl^l'd' 'till ' « llT^iin^iXTtUll .'K. 

cJ^s.-^»"is^rdiLL%-^^%r^^^^ 

Petitioner asks "l«lhether the information cited ir, rv,- 
proposed in tpetitionl Section 3.1 1 L i 

ext"nf re,^irements'oi-37"rR fl%lT\TtL'' 

not answir the question It ii S^ffS^ "";?"*' ""1 
define how an i^di"ri " JSsiles"e:mp?Snce"i?rth! '° 

determinations on this issue reouir^ an ^r^i ^- ^ 

of the party involved, JhrofJIce declinel i^ ^"^^^"^ 

?J:iL--co-frnTt\f - £BhTd^ 

lif trHf;.t" ^"^'^ition to meeting the duty set forth in 37 CFR 
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applications would be cited in Lch of the teUtei i 

the co-pendino u S aoDliLJTin, . ?PPl^=«ions. such as all 

(useful'fo/Slte^M^f p:s"me Souble^pat^ntLa'^" 

and foreign search repLL. P«it!o" p^ge f ' rejections). 

Rather than be required to submit- trSa ^ 

Of information in each appliSSon lach t?^! Jk""?^; ^^"^ 

Obtained, Petitioner seeS to 5i?e: ^ information is 

tT.n.lTrIToir/' rlllT^ loPif^it-^iW^^ntain 

permitting such pioce^iie'and^i =opJ Sf ?h"roL°?4?rf 
equivalent);* and ^ ^^^^ 

o£'iSo;;^;"n°"'= ^^"'^ contammg different types 

^^^ry:^t^l'. ^^^^^ PJP«^=opies „ould.be updated 
and cancellation of this arrangeme'„Twou!d ^M'HTo.lTir^' 

'Reference to MPEP 2001.05, Petition, page 3. 

does l^t^'et-VtranV co^^^or^'n^^e^t^^v^iri^"^^^^^^^^ 
screen such information for relevancv f?;^^. '° 
applications in which the in?oi^?io^ is° l^inglit'ed."''- 

application''''""' °' ^" '"e instant holding 

*2&3., Petition under 37 CFR 1.182, inifra. 
'S^, Petition under 37 CFR 1.133, infra. ^ J" 
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specific conditions, are discussed in further 'detfs?^'' 

the § 1.182 petition, below. further detail m regard to 

Petitioner has essentially requested relief in +-t,« 
treatment of information in an electronic LarnS ? ^^^^^ 
submitted independent of any particular Ld??^?^ ^°^' 
compliance with IDS submissLrre^ireLn?? Jof i??'h'?v'2- . • 

other and drawn toward different reoulaJionJ ^J^^P^^^^^J ^f each 
not, in fact, require the granting of relieJ ii i-h 2 

The issues involving the electronic search 
extensive than those relatinr^ 

in each bulk filing appUca?ion and .f'^^'i""'^^^ P^P^^ =°Pi«^ 
consider and addJels ?hei AccorSina??' ll^^ ^J. needed to fully 

continue to be conside?erwL^rLL%\^^r^e^ie^LTL^Lf 



preseliyWThrp^lfti^n^^^^^^^^^ 

another as both the paper copy issue lld ttt ^?'=*^P^"<=is"t of one 
tool issue represent^he mos^'^compJete soS?ioi^r''H''i^ /l"'^^ 
disclosure issues under 37 CFR 1.55 Petition fn 5 
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Part 



' f"^^ ^Vff 4 

peuliSf fH" °' ""^ *«"e<l " the S 1.183 

submitted under 37 CFR li? ?;/^i"f""^ " information 
rPD T o-» i*'' for consideration bv the Offi<-a -aT 

CFR 1.97 notes that information disclosure 9t-;»^Ll«f 37 

i|Sft~^^ 

either or bolh of the oth« tSo Lt^h " ' «f"«nce set should 
pages 6 and 7).' '^"^ ''^^^^ corrupted (Petition, 

°p"puL^n? ^o:i^"iJja%\\°L'?Sf " ^'"^ 

« ?hat ro^SuT.-e1re-Si- -^ 

rom 1449 : In addition to submission of the thr«« 

copies in the instant ^holding" application r^l ^ets of paper 

proposes that of the bulk filina Jni??; Petition 

a Form 1449 liitina ^h« ^^J-^ng applications would receive 

and the Form ^^9 (1^ each ofthe hnff ^Petition, page 7) 

time the three sets of paper copies are updated 'ihe p;ti?ion is 

deterl^HLT^'^u^''®^^^^^^ ^° the Technology Center to 

determine how best to store the reference set k 

accessed. i^terence set and how ii^ i'-s to be 



• 
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suhm?^^^H ^yP" °^ information that may be 

submitted m the holding application IDS, e.g., concise 
explanations of foreign language documents under § 1 98 (ai (2) 
would also be supplied in all the bulk filing appIicatiSni.^' 

Sugpftnsion j^rrtrion. in view of the use of the instant 
application as a holding application (to contain a complete set 
of paper copies of reference citations, which can be consulted bv 
the examiner when examining any of the other bulk filing ^ 
applications that have a Form 1449 but not the paper copies) the 
petition states that upon allowance of the instanrJoJding 
application the right is reserved to file a petition to suspend 
action m the instant application so that the application can 
remain as the holding application (Petition, page 7) 
^^il^i^'^t'-^^^^' "^^""^ agreement of the Assignee and a Director of 
the Technology Center involved, an alternate application mly be 
designated as the holding application. xcsi^ion may oe 

New ?y^^]^^.sps : The petition envisions an affirmative duty on the 
each'^of'fL^''^^^ establish new subclasses that will iLJSde 
o? K ?v i®f®^«n<=es submitted during the course of prosecution 

aL^^ rS^r «f'-f^''^.^PP^^^^?^°"^- addition, the Office is to 

agree that " [e] xaminers will be required to search these newlv 

brothersf "aroaS Assignee^a^d^'^^L 
Petitionfpage 8 ' P^'"^' prosecution process.^ 

T$CTnj,nat^Ton ; Petitioner seeks a right of termination ' which is 
to be a mutual option. Termination is to be by w^i^^en notice 
to the attorney of record if the Office terminates and the fSlna 
2800 iJ'^nSr contacting the Director ol TC 
h!2?n 5v, terminates. Conventional IDS procedures -would 

begin three months after notice of termination ^^^^^^^^ ^^^K^ 



y^^"" .I'^^^^i^^^ ""^^^ supplemented by references 

technology' applications related 'to the sanie 



to licens^naifl^^^ "^^^^^^^^ed under a section related 
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?n«^f^ 1-183. provides relief for extraordinary situations, when 
Jhf^i suspension of any requirement of the reflations 

which IS not a requirement of the statutes. The instant petition 
urges that not only would applicant be spared the necesJi?y of 
submitting duplicative paper copies of references in 200 

^""^ benefit from not having 

to handle and store the duplicative sets of copies. While there 
may be some negative effects from the Office's point of view in 
terms of making the copies available to different examiners 
handling the various applications," on balance, there is seen to 
be sufficient benefit to justify waiver in this instance. 

Accordingly, the petition under 37 CFR 1.183 is granted to the 
extent indicated and under the terms and conditions as are set 
rorth below. 



^ 1 . 5^en thought the technology of the applications may be 
related, the specific claims of the applications may require 
different classifications of the applications and the quantity of 

timely examine the applications. 

^^ . 1'^^® waiver being granted in this instance is not intended 
to set a general precedent where there is more than one 
application containing related subject matter. The Office 

onnn^J^: • i^'^r'^^ ^° instant grant to study whether' the 

opportunity for waiver can be extended to other applicants in 
similar circumstances, and whether a more general program can be 
announced. One factor that will be considered is ?Je'S^ent to 
bv i 1 lfi!hr^ ^on (that may not be necessarily retired 

by § 1.56(b) but which would nonetheless be useful to the 
huaS ^'i" ^ l:56(a)(l) and (2)), is submitted rather than 

huge dumps of nonrelevant or marginally relevant information. 

*nK„,^ft'^^ ^^^^ ''^^^^ petition only refers to the 

submission of citations that are made by both U.S. and foreion 
examiners the term ^include" is used (Petition, page 2rShicS is 
submirf"*- ^"^J Petition states that it is the'in?Intion to 
submit a copy of every reference identified both by u S 
examiners in the 200 U.S. applications and by foreign examiners 

aSDnca?iL'rp\° ^°"^"^°"^^?? '^""^^'^ applications^for each 5 s. 
?he cSrin? i?? page 3). It has not been stated whether 

'^^"ent 671 reference citations currently of record represent 

whiL^r^rJ ^^^^^t°S' ""^^^ ^"'^ examiners iS^ '^ 

whether they include citations from other sources, such as. a 



1) 

2) 



3) 
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I^^K^xi;^®.*^ requirement for (the submission of) a copy of 

IhlVuil 5'?^^^°'' ^'^^'^ ^^^^"9 application will be waiJeS in 

the bulk filing application provided that the following 8 ^ 
conditions are complied with: 

Three paper copies of each IDS citation are or have 
been submitted to the Office; 

The (bulk filing) application for which waiver of 
§ 1.98(a) (2) is desired refers to the instant holding 
application, such as by a claim of priority under 35 
U.S.C. 120, or as containing related technology ; 

The information is or has also been cited in the 
holding application; 

Note: Applicant is not required to cite in each bulk 
filing application every item of information that is 
cited in the instant holding application. Items should 
be cited m each bulk filing application on the basis 
of relevancy and materiality to the particular claims 
in the bulk filing application and what each piece of 
information teaches. 

A waiver is not granted (for the requirement to supply 
a paper copy of an IDS citation in another bulk filinq 
application) where the citation is not, or has not 
been, made in the instant holding application. 

A copy of this Decision is filed in the bulk -filing 
application; ^ ^ 

5) Explanatory information related to a particular 
citation, such as the concise explanation of a foreign 
language reference under § 1.98(a)(2), once submitted 
in the holding application must be supplied in each 
bulk filing application where the citation is made. 

6) The Office accepts and specifically reserves the right 
to terminate the waiver grant in regard to § 1.98(a) (2) 
without provision of reasons, m such event, a two 
month period, will be given where paper copies would 



4) 



PetSoi^'^pige ir""""^ ^^^"""^ "^"^^ citations. See al^ 
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7) 



8) 



have to be supplied in all applications where new 
citations are made. Should a termination of the waiver 
be desired by the Office, the Office will provide 
written notice to the correspondence address of record 
Termination by applicant may be by returning to 
compliance with § 1.98(a)(2) without formal notice 
thereof and no transition/continuing period after 
termination is required. 

The grant of the § 1.183 petition re § 1.98(a) (2) does 
nSLt indicate that the Office would favorably treat a 
petition to suspend action under § 1.103(a) should the 
instant application be allowed. Issuance of the 
instant application as a patent is not seen to 
terminate its usefulness either: (1) as a holding 
application for references by examiners working on 
other related applications," or (2) as a vehicle for 
the storage of references to be cited even after the 

f?J??^ ^c^^^^^J 1-501. and MPEP 

2202) . Should the instant application become 
abandoned, the issue of continued introduction of paper 
S?^^L°^ ""^"^ citations could be taken up at that time. 
The Office, however, may consider suspending or taking 
other appropriate action in the instant holding 
application in the event the holding application is 
allowed. If it is in the best interest of the Office to 
cio so . 

The Office has established a series of Official Digests 
in Class 174 based on the technology represented by the 
?! classification schedule th&reof is 

attached). As is the case will all Digests, their 
usefulness will be continually evaluated. The Office 
will place the holding application's references in the 
Digests as they are determined to require such 
ni^JK^^np^^"*^ ^nes are brought to the attention 

of the Office either by Petitioner or a third party. A 
search of the Digests themselves or what they contain 
(such as tne holding application or reference copy 
sets), either in paper copy or electronic form, will be 



"The patent file can be kept in the Technology Center for 

JeSr^ncr^er;/" "^^^ paten't^, 'erth.r the 

reterence set of paper copies could be utilized, or the*>^ic» 
may decide to rely on the Digests being created! ^he Office 
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conducted when mandatory based on the classification r^^^ 

Part, TV. Summary 

A Decision on the Petition under 37 CFR 1 18? rir=,^ 

r.lilt\* ?® P^?®^ requirement for submission in everv 

the grant of a future petition under 37 CFR 1 103 for 
sh^S!r^?\e^°?lL^^^:"^^°" 

^^^/T^''®'^ '^^^''^ °^ subclasses from one of the three 
sets of paper copies and placement of one of the oth^r 
sets of paper copies therein, and 

any termination provision more than two months (rather 
than the three months that the petition sets forth) 
from notice of termination. ^orrnj 

By mail: Commissioner of Patents and Trademarks ' 

Washington, D.C. 20231 

By FAX: (703) 308-6916 

Attn: Special Program Law Office 

By hand: Special Program Law Office 

Crystal Plaza Four, Suite 3C23 
2201 South Clark Place 
Arlington, VA 22202 
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Law Office 

iputy Assistant Conunissioner 
■• and Projects 



Attachment: List of Digests 13-33 



# 

DiSi \l ■ ' * ^'T S*»*'^**'>" ^y«*«» Primi^mover dynamo, generator system, etc) 

Digest 16 -In a motive power system (eg., electric motor control system, etc) ' 

uigest 17 . . In an electric power conversion, regulation, or protection system 

Digest 18 . . In a power distribution i^twork 

Digest 19 . . In a dynamo-electric machine 

Digest 20 ... Stator 

Digest 21 ...Rotor 

Digest 22 ... Winding, per se 

Digest 23 . . In a circuit breaker, relay, or switch 

Digest 24 . . In an inductive device (e.g., reactor, electromagnet, etc) 

Digest 25 ... Transformer 6« 

Digest 26 . Having a plural-layer insulation system 

Digest 27 . . Including a semiconductive layer 

Digest 2$ ... Phiral semiconductive layers 

Digest 29 . Having a semiconductive layer 

Digest 30 . Having insulation with a particular dimension or geometry 

Digest 31 . Having a shield or metallic layer 

Digest 32 . Having means for cooling 

Digest 33 . Method of cable manufacture, assembly, repair, or spKcing 



